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Applicants hereby petition to have the U.S. Patent and Trademark Office 
("PTO") enter inventors' declarations and related papers submitted herewith, and issue a 
certificate under 37 C.F.R. §1 .324 and 35 U.S.C. §256 that formally acknowledges the 
correct inventors for U.S. Patent No. 7,205,120 ("the '120 patent"). Such a certificate is 
believed to be warranted in this matter for the reasons set forth below. However, the 
Applicants also suggest alternative bases for relief as well, including 37 CFR §1.323 and 
§1.67. 

I. STATEMENT OF FACTS IN SUPPORT OF REQUEST FOR RELIEF 

1 . The non-provisional application (USSN 09/908,943 - "the '943 
application") upon which the '120 patent is based claims priority from two U.S. provisional 
applications (US 60/219,795 and US 60/275,251). This priority claim was present on page 1 
of the '943 application as filed (Exhibit A), and was acknowledged on the official filing 
receipt mailed by the PTO (Exhibit B), and on the first page of the issued patent (Exhibit C). 

1 



2. The '943 application was filed without an inventors' declaration. The 
original inventors' declaration was filed on October 19, 2001, in response to a Notice of 
Missing Parts. The original declaration (Exhibit D), did not identify the '943 application by 
application number or filing date, but did identify one of the provisional applications (U.S. 
60/219,795) to which the '120 patent claims the benefit of priority. Furthermore, the original 
inventors' declaration was executed prior to the filing of the '943 application (and prior to the 
filing date of the '251 provisional application), raising a question whether the declaration 
complies with, e.g., the requirements of 37 CFR 1.63(b) that a declaration identify the 
application to which it is directed, and that the inventors certify that they have reviewed the 
application. Notwithstanding these possible defects, the original declaration was accepted by 
the PTO, which issued an official filing receipt (Exhibit B) acknowledging the inventors and 
priority claims, and issued the eventual '120 patent identifying the inventors and priority 
claims. 

3. The undersigned attorney identified these possible defects in the 
original declaration after the '120 patent issued, while doing work related to continuing 
applications that claim priority to the '120 patent. This submission seeks entry of 
supplemental declarations that more clearly satisfy 37 CFR 1.63. 

4. This petition is accompanied by newly executed supplementary 
declarations that correctly identify the '943 application (now U.S. Patent No. 7,205,120) by 
title, application number and filing date, thereby correcting the apparent non-compliance with 
Rule 1.63 in the original declaration. The supplementary declarations are executed by the 
same inventive entity as the original declaration. 

5. This petition also is accompanied by statements signed by each 
inventor consenting to correction of the patent and certifying that the any error was made 
without deceptive intent. 

6. This petition also is accompanied by a statement from the Assignee 
consenting to the correction described herein. 

II. REQUEST FOR RELIEF 

A. Petition for certificate to correct inventorship under 37 CFR §1.324 

This petition has been captioned as a petition under 37 CFR 1.324 because 
inventorship is established by submission of an oath/declaration. If the original declaration is 



deemed defective, then entry of the corrected declarations filed herewith will correct the 
defect, and thereby correct the "inventorship." Thus, even though the inventors' names on 
the '120 patent will not change, a certificate acknowledging entry of the corrected 
declarations and "correction of inventorship" is requested. 

B. Certification of Correction pursuant to 37 CFR §1.323. 

If the Commissioner should determine that "correction of inventorship 1 ' under 
Rule 1.324 is not the appropriate procedure for correcting this case, the Applicants request 
issuance of a certificate of correction under Rule 1 .323. The proposed certificate of 
correction attached hereto (Exhibit E) states that corrected inventors' declarations have been 
entered. 

C. Entry of supplemental declarations pursuant to 37 CFR §1 .67 

Should the Commissioner determine that relief under Rules 1.323 and 1.324 is 
inappropriate, the Applicants request that this submission be treated as a request for entry of 
supplementary inventors' declarations (and statements from the Assignee and Inventors) into 
the patent file, pursuant to 37 C.F.R. §1 .67. Acknowledgement of such entry is requested. 

D. Supporting Authority 

The undersigned attorney failed to identify any provisions in 37 C.F.R. or the 
MPEP that precisely address the factual situation described herein but believe that relief 
under each of the rules cited herein (37 C.F.R. § 1 .324, 1 .323 and 1 .67) would be appropriate 
for reasons set forth above. In support of this request Applicants note that the Federal Circuit 
found no defect in a patent in which inventorship was corrected by submission of 
supplemental declarations after the issuance of the patent. Ajinomoto Co. v. Archer Midland 
Co., 155 F.3d 567, (1998). In Ajinomoto the original declarations were apparently deficient 
in that they were not signed by each inventor; nonetheless, because there was no deceptive 
intent of the part of the Applicants, no defect in the patent was found by the court. The 
supplemental declarations were entered into the patent file by the U.S. PTO. 



III. FEES 

Included herewith are the fees prescribed by 37 C.F.R. § 1.20(b) for correction 
of inventorship. The Commissioner is hereby authorized to charge any deficiency in the fees 
filed, asserted to be filed or which should have been filed herewith to our Deposit Account 
No. 13-2855, under Order No. 29915/43224. 



Dated: May 16, 2008 Respectfully submitted, 




David A. Gass 



Registration No.: 38,153 
MARSHALL, GERSTEIN & BORUN LLP 
233 S. Wacker Drive, Suite 6300 
Sears Tower 

Chicago, Illinois 60606-6357 
(312) 474-6300 
Attorney for Applicant 
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SUBSTRATES AND ASSAYS FOR p-SECRETASE ACTIVITY 



The present application claims priority benefit of United States 

. . ■• „• *nm Q 795 tiled Julv. 19. 2000. and to United States 

Provisional Application No. 60/21O./W5. mea juiv. 

Provisional Application No. 60/275.251 tiled March 12, 2001 . Each of these 
applications is specifically incorporated here.n by reference in its entirety. 



Field of the Invention 

The present invention relates to methods and compositions for 
10 identification of modulators of P-secretase activity. More particularly, the present 
inV ent,on provide, novel substrates for monitoring the P-secretase activity of human 
As P 2 protease and methods of using the same. Such methods and composites will 
be useful in the identification of agents that modulate P-secretase activity and thus 
may be used in the therapeutic intervention of disorders characterized by the 
1 5 presence of amyloid plaques. 
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Background of the Invention 

Alzheimer's disease (AD) causes progressive dementia with 
consequent formation of amyloid plaques, neurofibrillary tangles, gliosis and 
neuronal loss. The disease occurs in both genetic and sporad.c forms whose cluneal 
course and pathological features are quite similar. Three genes have been 
discovered to date which, when mutated, cause an autosomal dominant form ot 
Alzheimer's disease. These encode the amyl 0l d protein precursor (APP) and two 
proteins, preseni.in-1 (PS1) and presenilin-2 (PS2), which are structurally and 
functional related. Mutations in any of the three proteins have been observed to 
enhance proteolytic processing of APP via an intracellular pathway that produces 
amyloid beta peptide (A P peptide, sometimes referred to as Abeta). a 40-42 ammo 
acid peptide that is the primary component of amyloid plaque in AD (Younk.n. 
fira /,,/> fl /W.l(4):253-62, 1991; Haass../. AV»mvc/.l l(l2):3783-93. 1991). 

Dysregulation of intracellular pathways for proteolytic processing may be 
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ABSTRACT 



The preseat invention is directed to novel substrates for 
Hu-Asp. More particularly, the invention provides peptide 
substrates and fusion polypeptide substrates comprising a 
p-sccretase cleavage site. Methods and compositions for 
making and using the peptides are disclosed. 
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the invention disclosed in U.S. Patent 7,205,120, by virtue of an assignment from all 
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Dated: 10 March 200 8 By . 

Title: Asst. Secretary for Pharmacia & Upjohn Company LLC 
(formerly Pharmacia & Upjohn Company) 
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I hereby certify that this paper (along with any paper referred to as being attached 
or enclosed) is being deposited with the U.S. Postal Service on the date shown 
below with sufficient postage as First Class Mail, in an envelope addressed to: 
Certificate of Correction Branch, P.O. Box 1450, Alexandria, VA 22313-1450. 

Dated: Signature: . 



(David A. Gass) 



Docket No.: 29915/00281 A 
(PATENT) 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent of: Yan et al. 
Patent No.: 7,205,120 
Issued: April 17, 2007 

For: Substrates and Assays for Beta-Secretase Activity 

ATTN: Certificate of Correction Branch 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



CONSENT OF RIOIANG YAN 
CORRECTION OF INVENTORSHIP UNDER 37 C.F.R. S 1.324 AND 35 U.S.C. S 256 

I understand that through clerical error in identifying the application number and 
filing date in the inventors' declaration that was filed, I and my co-inventors may not have 
been properly named as inventors of the above referenced U.S. patent. A petition to correct 
inventorship in U.S. Patent 7,205,120 pursuant to 35 U.S.C. § 256 and 37 C.F.R. § 1.324 is 
filed herewith requesting that the inventors identified below be properly named as inventors 
on the patent. 

Each of the individuals named below are, to my knowledge, inventors of U.S. Patent 
7,205,120, were identified as inventors when the application was pending, and were 
"omitted" from inventorship by virtue of the clerical error described above, and without 
deceptive intention on my part or on theirs. 



Dated: !^/-2&y ^7 By: 

Riqiarig Yan 




Full name: Riqiang Yan 
Citizenship: US 

Address: 3450 Courtland Road 
Pepper Pike, OH 44122 



Full name: Alfredo G. Tomasselli 
Citizenship: US 

Address: 1 540 Garden Valley Dr. 

Wildwood, MO 63038 
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Full name: Mark E. Gurney 
Citizenship: US 

Address: 9 1 0 Rosewood Ave. SE 
Grand Rapids, MI 49506 



Full name: Thomas L. Emmons 
Citizenship: US 

Address: 2260 Autumn Trace Pkwy 
Wentzville, MO 63385 



Full name: Michael Jerome Bienkowski Full name: 

Citizenship: US Citizenship: 

Address: 1 125 New Ballwin Oaks Dr. Address: 
Ballwin, MO 63021 



Robert L. Heinrikson 
US 

81 S. Lake Doster Dr. 
Plainwell, MI 49080 



I hereby certify that this paper (along with any paper referred to as being attached 
or enclosed) is being deposited with the U.S. Postal Service on the date shown 
below with sufficient postage as First Class Mail, in an envelope addressed to: ■ 
Certificate of Correction Branch, P.O. Box 1450, Alexandria, VA 22313-1450. 



Dated: 



Signature: , 



(David A. Gass) 



Docket No.: 299 15/00281 A 
(PATENT) 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent of: Yan et al. 
Patent No.: 7,205,120 
Issued: April 17, 2007 

For: Substrates and Assays for Beta-Secretase Activity 

ATTN: Certificate of Correction Branch 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450 

CONSENT OF ALFREDO G. TOMASSELLI 
CORRECTION OF INVENTORSHIP UNDER 37 C.F.R. S 1.324 AND 35 U.S.C. S 256 

I understand that through clerical error in identifying the application number and 
filing date in the inventors' declaration that was filed, I and my co-inventors may not have 
been properly named as inventors of the above referenced U.S. patent. A petition to correct 
inventorship in U.S. Patent 7,205,120 pursuant to 35 U.S.C. § 256 and 37 C.F.R. § 1.324 is 
filed herewith requesting that the inventors identified below be properly named as inventors 
on the patent. 

Each of the individuals named below are, to my knowledge, inventors of U.S. Patent 
7,205,120, were identified as inventors when the application was pending, and were 
"omitted" from inventorship by virtue of the clerical error described above, and without 
deceptive intention on my part or on theirs. 



Dated: S^wix^O 




edo G. Tomasselli 



Full name: 

Citizenship: 

Address: 



Riqiang Yan 
US 

3450 Courtland Road 
Pepper Pike, OH 44122 



Full name: 

Citizenship: 

Address: 



Alfredo G. Tomasselli 
US 

1540 Garden Valley Dr. 
Wildwood, MO 63038 
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Full name: 

Citizenship: 

Address: 



Mark E. Gurney 
US 

910 Rosewood Ave. SE 
Grand Rapids, MI 49506 



Full name: Thomas L. Emmons 
Citizenship: US 

Address: 2260 Autumn Trace Pkwy 
Wentzville, MO 63385 



Full name: Michael Jerome Bienkowski Full name: 

Citizenship: US Citizenship: 

Address: 1 125 New Ballwin Oaks Dr. Address: 
Ballwin, MO 63021 



Robert L. Heinrikson 
US 

81 S. Lake DosterDr. 
Plainwell, MI 49080 
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I hereby certify that this paper (along with any paper referred to as being attached 
or enclosed) is being deposited with the U.S. Postal Service on the date shown 
below with sufficient postage as First Class MaH.-in an envelope addressed to: 
Certificate of Correction Branch, P.O. Box 1450, Alexandria, VA 22313-1450. 



Dated: 



Signature: 



(David A. Gass) 



Docket No.: 29915/00281 A 



J (PATENT) 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent of: Yanetal. 
Patent No.: 7,205,120 
Issued: April 17, 2007 

For: Substrates and Assays for Beta-Secretase Activity 

ATTN: Certificate of Correction Branch 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



CORRECTION OF INVENTORSHIP UNDER 37 C.F.R. § 1.324 AND 35 U.S.C. S 256 

I understand that through clerical error in identifying the application number and 
filing date in the inventors' declaration that was filed, I and my co-inventors may not have 
been properly named as inventors of the above referenced U.S. patent. A petition to correct 
inventorship in U.S. Patent 7,205,120 pursuant to 35 U.S.C. § 256 and 37 C.F.R. § 1.324 is 
filed herewith requesting that the inventors identified below be properly named as inventors 
on the patent. 

Each of the individuals named below are, to my knowledge, inventors of U.S. Patent 
7,205,120, were identified as inventors when the application was pending, and were 
"omitted" from inventorship by virtue of the clerical error described above, and without 
deceptive intention on my part or on theirs. 



CONSENT OF MARK E. GURNEY 





Mark E. Gurney 



Full name: 

Citizenship: 

Address: 



US 

3450 Courtland Road 
Pepper Pike, OH 44122 



Riqiang Yan 



Full name: 

Citizenship: 

Address: 



Alfredo G. Tomasselli 
US 



1540 Garden Valley Dr. 
Wildwood, MO 63038 
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Full name: Mark E. Gurney 
Citizenship: US 

Address: 910 Rosewood Ave. SE 
Grand Rapids, MI 49506 



Full name: Michael Jerome Bienkowski 
Citizenship: US 

Address: 1 125 New Ballwin Oaks Dr. 
Ballwin, MO 63021 



Full name: Thomas L. Emmons 
Citizenship: US 

Address: 2260 Autumn Trace Pkwy 
Wentzville, MO 63385 



Full name: 

Citizenship: 

Address: 



Robert L. Heinrikson 
US 

81 S. Lake Doster Dr. 
Plainwell, MI 49080 
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I hereby certify that this paper (along with any paper referred to as being attached 
or enclosed) is being deposited with the U.S. Postal Service on the date shown 
below with sufficient postage as First Class Mail, in an envelope addressed to: 
Certificate of Correction Branch, P.O. Box 1450, Alexandria, VA 22313-1450. 



Dated: 



Signature: _ 



(David A. Gass) 



Docket No.: 29915/00281A 
(PATENT) 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent of: Yan et al. 
Patent No.: 7,205,120 
Issued: April 17, 2007 

For: Substrates and Assays for Beta-Secretase Activity 

ATTN: Certificate of Correction Branch 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

CONSENT OF THOMAS L. EMMONS 

CORRECTION OF INVENTORSHIP UNDER 37 C.F.R. S 1.324 AND 35 U.S.C. S 256 

I understand that through clerical error in identifying the application number and 
filing date in the inventors' declaration that was filed, I and my co-inventors may not have 
been properly named as inventors of the above referenced U.S. patent. A petition to correct 
inventorship in U.S. Patent 7,205,120 pursuant to 35 U.S.C. § 256 and 37 C.F.R. § 1 .324 is 
filed herewith requesting that the inventors identified below be properly named as inventors 
on the patent. 

Each of the individuals named below are, to my knowledge, inventors of U.S. Patent 
7,205,120, were identified as inventors when the application was pending, and were 
"omitted" from inventorship by virtue of the clerical error described above, and without 
deceptive intention on my part or on theirs. 



Dated: 




By: 




Full name: 

Citizenship: 

Address: 



Riqiang Yan 
US 

3450 Courtland Road 
Pepper Pike, OH 44122 



Full name: 

Citizenship: 

Address: 



Alfredo G. Tomasselli 
US 

1540 Garden Valley Dr. 
Wildwood, MO 63038 
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Full name: Mark E. Gurney 
Citizenship: US 

Address: 910 Rosewood Ave. SE 
Grand Rapids, MI 49506 



Full name: Michael Jerome Bienkowski 
Citizenship: US 

Address: 1 1 25 New Ballwin Oaks Dr. 
Ballwin, MO 63021 



Full name: Thomas L. Emmons 
Citizenship: US 

Address: 2260 Autumn Trace Pkwy 
Wentzville, MO 63385 



Full name: 

Citizenship: 

Address: 



Robert L. Heinrikson 
US 

81 S. Lake Doster Dr. 
Plainwell, MI 49080 
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I hereby certify that this paper (along with any paper referred to as being attached 
or enclosed) is being deposited with the U.S. Postal Service on the date shown 
below with sufficient postage as First Class Mail, in an envelope addressed, to: . 
Certificate of Correction Branch, P.O. Box 1450, Alexandria. VA 22313-1450. 

Dated: Signature: 



(David A. Gass) 



Docket No.: 299 15/00281 A 
(PATENT) 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent of: Yan et al. 
Patent No.: 7,205,120 
Issued: April 17, 2007 

For: Substrates and Assays for Beta-Secretase Activity 

ATTN: Certificate of Correction Branch 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

CONSENT OF MICHAEL JEROME BIENKOWSKI 

CORRECTION OF INVENTORSHIP UNDER 37 C.F.R, 8 1.324 AND 35 U.S.C. § 256 

I understand that through clerical error in identifying the application number and 
filing date in the inventors' declaration that was filed, I and my co-inventors may not have 
been properly named as inventors of the above referenced U.S. patent. A petition to correct 
inventorship in U.S. Patent 7,205,120 pursuant to 35 U.S.C. § 256 and 37 C.F.R. § 1.324 is 
filed herewith requesting that the inventors identified below be properly named as inventors 
on the patent. 

Each of the individuals named below are, to my knowledge, inventors of U.S. Patent 
7,205,120, were identified as inventors when the application was pending, and were 
"omitted" from inventorship by virtue of the clerical error described above, and without 
deceptive intention on my part or on theirs. To correct the clerical error, a supplemental 
declaration properly identifying the application and naming all inventors is attached hereto. 

Dated: ^|nffo>ft By: ll^XU^- \^o^^\P^^^ 

i Bienkowski 




Full name: 

Citizenship: 

Address: 



Riqiang Yan 
US 

3450 Courtland Road 
Pepper Pike, OH 44122 



Full name: 

Citizenship: 

Address: 



Alfredo G. Tomasselli 
US 

1540 Garden Valley Dr. 
Wildwood, MO 63038 



1 



Full name: Mark E. Gurney 
Citizenship: US 

Address: 910 Rosewood Ave. SE 
Grand Rapids, MI 49506 



Full name: Michael Jerome Bienkowski 
Citizenship: US 

Address: 1 1 25 New Ballwin Oaks Dr. 
Ballwin, MO 63021 



Full name: Thomas L. Emmons 
Citizenship: US 

Address: 2260 Autumn Trace Pkwy 
Wentzville, MO 63385 



Full name: 

Citizenship: 

Address: 



Robert L. Heinrikson 
US 

81 S. Lake DosterDr. 
Plainwell, MI 49080 
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I hereby certify that this paper (along with any paper referred to as being attached 
or enclosed) is being deposited with the U.S. Postal Service on the date shown 
below with sufficient postage as First Class Mail, in an envelope addressed to: 
Certificate of Correction Branch, P.O. Box 1450. Alexandria, VA 22313-1450. 

Dated: Signature: 



(David A. Gass) 



Docket No.: 299 15/00281 A 
(PATENT) 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent of: Yan et al. 
Patent No.: 7,205,120 
Issued: April 17, 2007 

For: Substrates and Assays for Beta-Secretase Activity 

ATTN: Certificate of Correction Branch 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

CONSENT OF ROBERT L. HEINRIKSON 

CORRECTION OF INVENTORSHIP UNDER 37 C.F.R. S 1.324 AND 35 U.S.C. § 256 

I understand that through clerical error in identifying the application number and 
filing date in the inventors' declaration that was filed, I and my co-inventors may not have 
been properly named as inventors of the above referenced U.S. patent. A petition to correct 
inventorship in U.S. Patent 7,205,120 pursuant to 35 U.S.C. § 256 and 37 C.F.R. § 1.324 is 
filed herewith requesting that the inventors identified below be properly named as inventors 
on the patent. 

Each of the individuals named below are, to my knowledge, inventors of U.S. Patent 
7,205,120, were identified as inventors when the application was pending, and were 
"omitted" from inventorship by virtue of the clerical error described above, and without 
deceptive intention on my part or on theirs. 



Dated: j^J^lh? 




/ 1 / Robert L. H&nrikson 



Full name: 

Citizenship: 

Address: 



Riqiang Yan 
US 

3450 Courtland Road 
Pepper Pike, OH 44122 



Full name: 

Citizenship: 

Address: 



Alfredo G. Tomasselli 
US 

1540 Garden Valley Dr. 
Wildwood, MO 63038 
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Full name: 

Citizenship: 

Address: 



Mark E. Gurney 
US 

910 Rosewood Ave. SE 
Grand Rapids, MI 49506 



Full name: Thomas L. Emmons 
Citizenship: US 

Address: 2260 Autumn Trace Pkwy 
Wentzville, MO 63385 



Full name: Michael Jerome Bienkowski Full name: 

Citizenship: US Citizenship: 

Address: 1 125 New Ballwin Oaks Dr. Address: 
Ballwin, MO 63021 



Robert L. Heinrikson 
US 

81 S. Lake Doster Dr. 
Plainwell. MI 49080 
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